TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper 12
Filed by: Trial Section
Box I nterference
Washington, D.C. 20231
Tel :  703-308-9797
Fax: 703-305-0942

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

ANDREAS W NTER, MARTI N ANTBERG, BERND BACHVANN
VOLKER DOLLE, FRANK KUBER, JURGEN RCHRVANN and WALTER SPALECK

Junior Party,
(Patent 5,693, 836),

V.

EBERHARD KARL, WERNER RCELL, HANS BRI NTZI NGER
BERNHARD RI ECER and UDO STEHLI NG

Senior Party
(Application 08/642,491)

Patent Interference No. 104, 447

Bef or e: McKELVEY, Seni or Adm nistrative Patent Judge, and
LEE and TORCZON, Adninistrative Patent Judges.

McKELVEY, Seni or Adm nistrative Patent Judge.

FI NAL JUDGVENT

A. Conf er ence cal



A tel ephone conference call was held on 17 Novenber 1999,
at approximately 9:30 a.m, involving:
(1) Ashley |I. Pezzner, Esqg., counsel for Wnter;
(2) Ml colmJ. MDonald, Esqg., counsel for Karl; and
(3) Fred E. McKelvey, Senior Adm nistrative Patent

Judge.

B. Di scussi on

The purpose of the conference call was to discuss the
status of the interference. Karl did not file a list of any
prelimnary notion to be filed. Wnter indicated that it
mght file a prelimnary notion to add a rei ssue (Paper 11,
page 2). M. Pezzner expl ained that the purpose of the
rei ssue application would be to obtain clainms which are
patentably distinct fromthe count. The parties were advised
that the board has determined that it will not add reissue
applications to interferences under 37 CFR §8 1.633(h) unless
all new clains (as opposed to original patent clains) are to
be designated as corresponding to the count. Wnter v.
Fujita, Interference 104,283 (Bd. Pat. App. & Int. Nov. 16,
1999) (Paper 73) (copy attached). It is manifest, based on
t he di scussion during the conference call, that Wnter would

seek to file a reissue with narrower clains which Wnter woul d



not have sought to have designated as corresponding to the
count .

Apart fromthe interference, Wnter may file an
application to reissue the Wnter patent involved in the
interference. If the clainms sought to be obtained in the
rei ssue application are directed to an invention which is
patentably distinct fromthe count, a reissue patent

containing those clains may be issued. <. In re Deckler, 977

F.2d 1449, 24 USPQ2d 1448 (Fed. Cr. 1992) (junior party
losing interference to senior party based on senior party's
foreign priority date is not entitled to clains to sane
pat ent abl e i nventi on as count--based on estoppel); Ex parte
Tytgat, 225 USPQ 907 (Bd.App. 1985).

After a discussion of the status of the interference, it
becanme apparent that Wnter did not urge a basis upon which it
m ght prevail. Hence, entry of a final decision at this tine
is appropriate. Entry of a final decision, however, will be
wi thout prejudice to Wnter filing a reissue application and
to obtaining a reissue application with clainms which are

pat entably distinct fromthe count.

C. O der

Upon consi deration of the record, it is



ORDERED t hat judgnment on priority as to Count 1, the
sole count in the interference, is awarded agai nst junior
party Andreas Wnter, Martin Antberg, Bernd Bachmann, Vol ker
Dol I e, Frank Kuber, Jurgen Rohrmann and Wal ter Spal eck.

FURTHER ORDERED t hat judgnment on priority as to
Count 1 is awarded in favor of senior party Eberhard Karl,
Werner Roell, Hans Brintzinger, Bernhard R eger and Udo
St ehl i ng.

FURTHER ORDERED that, on the record before the Board
of Patent Appeals and Interferences, senior party Eberhard
Karl, Werner Roell, Hans Brintzinger, Bernhard R eger and Udo
Stehling is entitled to a patent containing clainms 11-17
(corresponding to Count 1) of application 08/642,491, filed
May 3, 1996.

FURTHER ORDERED t hat junior party Andreas Wnter,
Martin Antberg, Bernd Bachmann, Vol ker Dol l e, Frank Kuber,
Jurgen Rohrmann and Walter Spaleck is not entitled to a patent
containing clainms 1-3 (corresponding to Count 1) of U S.

Pat ent 5, 693,836, granted 6 Decenber 1997, based on
application 08/484,457, filed 7 June 1995.
FURTHER ORDERED that entry of this FI NAL JUDGVENT i s

Wi thout prejudice to Wnter filing an application to reissue



the Wnter patent involved in the interference to seek to

obtain clainms which are patentably distinct from Count 1.
FURTHER ORDERED that if there is a settlenent

agreenent, attention is directed to 35 U S.C. § 135(c) and

37 CFR § 1.661.
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cc (via First Class Mail):

Attorney for Wnter

(real party in interest

Targor GhbH [Targor GbH is a
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Ronald H Smth, Esq.

Norman G Torchin, Esq.

KEI L & VEI NKAUF

Suite 620

1101 Connecticut Avenue, N W
Washi ngton, D.C. 20036

Tel : 202-659-0100
Fax: 202-659-0105



